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Period for Reply 


A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS. 
WHICHEVER IS LONGER. FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)E Responsive to communication(s) filed on 30 October 2003 . 
2a)n This action is FINAL. 2b)l3 This action is non-final. 

3) D Since this application Is In condition for allowance except for fomnal matters, prosecution as to the merits Is 

closed In accordance with the practice under £x parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) [3 Claim(s) 13-15 is/are pending in the application. 

4a) Of the above clalm(s) Is/are withdrawn from consideration. 

5) n Clalm(s) is/are allowed. 

6) 13 Claim(s) 13-15 is/are rejected. 
/)□ Claim(s) is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 13 The specification Is objected to by the Examiner. 

10) ^ The drawing(s) filed on 30 October 2003 is/are: a)\3 accepted or b)M objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) 0 The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 

Priority under 35 U.S.C. § 119 

1 2) 0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (0. 
a)n All b)n Some * 0)0 None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 
Priority 

1. If applicant desires to claim the benefit of a prior-filed application under 35 U.S.C. 
1 19(e), a specific reference to the prior-filed application in compliance with 37 CFR 
1 .78(a) must be included in the first sentence(s) of the specification following the title or 
in an application data sheet. For benefit claims under 35 U.S.C. 120, 121 or 365(c), the 
reference must include the relationship (i.e., continuation, divisional, or continuation-in- 
part) of the applications. 

If the instant application is a utility or plant application filed under 35 U.S.C. 
1 1 1(a) on or after November 29, 2000, the specific reference must be submitted during 
the pendency of the application and within the later of four months from the actual filing 
date of the application or sixteen months from the filing date of the prior application. If 
the application is a utility or plant application which entered the national stage from an 
international application filed on or after November 29, 2000, after compliance with 35 
U.S.C. 371, the specific reference must be submitted during the pendency of the 
application and within the later of four months from the date on which the national stage 
commenced under 35 U.S.C. 371(b) or (f) or sixteen months from the filing date of the 
prior application. See 37 CFR 1.78(a)(2)(ii) and (a)(5)(ii). This time period is not 
extendable and a failure to submit the reference required by 35 U.S.C. 1 19(e) and/or 
120, where applicable, within this time period is considered a waiver of any benefit of 
such prior application(s) under 35 U.S.C. 119(e), 120, 121 and 365(c). A benefit claim 
filed after the required time period may be accepted if it is accompanied by a grantable 
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petition to accept an unintentionally delayed benefit claim under 35 U.S.C. 119(e), 120, 
121 and 365(c). The petition must be accompanied by (1) the reference required by 35 
U.S.C. 120 or 1 19(e) and 37 CFR 1.78(a)(2) or (a)(5) to the prior application (unless 
previously submitted), (2) a surcharge under 37 CFR 1 .17(t), and (3) a statement that 
the entire delay between the date the claim was due under 37 CFR 1.78(a)(2) or (a)(5) 
and the date the claim was filed was unintentional. The Director may require additional 
information where there is a question whether the delay was unintentional. The petition 
should be addressed to: Mail Stop Petition, Commissioner for Patents, P.O. Box 1450, 
Alexandria, Virginia 22313-1450. 

If the reference to the prior application was previously submitted within the time 
period set forth in 37 CFR 1 .78(a), but not in the first sentence(s) of the specification or 
an application data sheet (ADS) as required by 37 CFR 1 .78(a) (e.g., if the reference 
was submitted in an oath or declaration or the application transmittal letter), and the 
information concerning the benefit claim was recognized by the Office as shown by its 
inclusion on the first filing receipt, the petition under 37 CFR 1 .78(a) and the surcharge 
under 37 CFR 1.1 7(t) are not required. Applicant is still required to submit the reference 
in compliance with 37 CFR 1 .78(a) by filing an amendment to the first sentence(s) of the 
specification or an ADS. See MPEP § 201 .1 1 . 

Drawings 

2. The drawings are objected to as failing to comply with 37 CFR 1 .84(p)(4) 
because reference character "34" has been used to designate both shutter arrangement 
(Page 6, Line 5) and first fiber (Page 6, Line 17). Corrected drawing sheets in 
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compliance with 37 CFR 1.121(d) are required in reply to the Office action to avoid 
abandonment of the application. Any amended replacement drawing sheet should 
include all of the figures appearing on the immediate prior version of the sheet, even if 
only one figure is being amended. Each drawing sheet submitted after the filing date of 
an application must be labeled in the top margin as either "Replacement Sheet" or "New 
Sheet" pursuant to 37 CFR 1 .121(d). If the changes are not accepted by the examiner, 
the applicant will be notified and informed of any required corrective action in the next 
Office action. The objection to the drawings will not be held in abeyance. 

Specification 

3. The disclosure is objected to because of the following informalities: 

a. Page 2, Line 10: Grammatical error - "is" should be deleted; 

b. Page 2, Line 13: Grammatical error - "maybe" should be two words; 

c. Page 2, Line 19: Grammatical error - "a" should be deleted; 
Numerous grammatical/typographical errors are replete throughout the 

application. The examiner has forgone any correction due to the amount, and the 
specification has not been checked to the extent necessary to determine the presence 
of all possible minor errors. Applicant's cooperation is requested in correcting any 
errors of which applicant may become aware in the specification. 
Appropriate correction is required. 

Claim Objections 

4. Claim 1 is objected to because of the following informalities: Applicant recites 
the limitation, "a lumen for communicating electrical connection", whereby "lumen" is 
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commonly associated as a unit of illumination intensity and should be reworded to better 
elucidate the electrical connection between the LED and power source. The Examiner 
has assumed the best-deemed interpretation in the rejection below. Appropriate 
correction is required. 


The following claims have been rejected in light of the specification, but rendered the 
broadest interpretation as construed by the Examiner [MPEP 21 1 1]. 


Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
states. 

5. Claim 13 is rejected under 35 U.S.C. 102(b) as being anticipated by Kawada et 
al. (JP2002229090A). 

Kawada discloses an medical illumination instrument including: 
- A hand held light source [Figure 1 : (30)]] having: 

= At least one light emitting diode (LED) [Figures 1-2: (1 1 )]; 
= A power source for driving the LED [See Detailed Description, 
Paragraph 8]; and 

= A control switch [Figure 1 : (1 3)] for interconnecting the LED with said 
power source; and 
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- At least one needle/syringe [Figure 1 : (1 )] for supporting the LED at a distal 
end thereof, a wire (lumen) [Figure 1: (10, 12)] for communicating an 
electrical communication between the LED and said power source, whereby 
the power source is disposed at a proximal end of the needle [See Abstract]. 
Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to vy^ich said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. Claims 14-15 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kawada et al. (JP2002229090A) as applied to Claim13 above, and further in view of 
Bahmanyar et al. (U.S. Patent 6066128). 

8. With regards to Claim 14, Kawada discloses the claimed invention as cited 
above, but does not specifically teach a lens disposed at the distal end for focusing light 
emitted from the LED. 

Bahmanyar teaches an illumination surgical device incorporating a lens [Figure 
7A: (35, 37)] at a distal end of a needle [Figure 7A: (53); Column 6, Lines 12-16] for 
focusing emitted light. 

It would have been obvious to one ordinarily skilled in the art at the time of 
invention to modify the medical illumination instrument of Kawada to incorporate the 
lens of Bahmanyar in order to provide a desired optical effect on the illumination (e.g., 
collimation) and efficiently utilize the light during a medical procedure. 
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9. With regards to Claim 15, Kawada in view of Bahmanyar discloses the.claimed 
invention as cited above, but does not specifically teach the lens having an hourglass 
shape. 

However, it would have been obvious to one having ordinary skill in the art at the 
time the invention was made to incorporate an hourglass shaped lens, since it has been 
held to be within the general skill of a worker that mere change of form or shape of an 
invention involves only routine skill in the art. Span-Deck Inc. c. Fab-Con, Inc. (CA 8, 
1982) 215USPQ 835. In this case, it is obvious that a desired shape of the lens (e.g., 
hourglass) would provide a desired optical effect on the illumination, and thus, efficiently 
utilizes the light during a medical procedure. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

The following references are cited to further show the state of the art pertinent to 
the current application, but are not considered exhaustive: 

us Patent 6336904 to Nikolchev; US Patent 6423014 to Churchill et al. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jason M. Han whose telephone number is (571 ) 272- 
2207. The examiner can normally be reached on 8:00am-5:00pm. 
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. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Sandra O'Shea can be reached on (571) 272-2378. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free). 


JMH (9/16/2005) 



